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FEE-APPEAL BRIEF REQUEST FOR REVIEW 

Sir: 

Pursuant to the provisions of the Pre- Appeal Brief Conference Pilot Program 
effective June 25, 2005, Applicant requests a review of the twice rejection of claims 
4-6. This request is being filed with a Notice of Appeal. No amendments are being 
filed with this request. 

Claims 4-6 are twice rejected under 35 U.S.C. §103(a) as being unpatentable 
over JP 9-21396 in view of Hosoda (US 6,682,076) and any one of Takenaka (U.S. 
Patent 5,056,799), Repella (U.S. Patent 4,155,560) and Johnen (U.S. Publication 
2003/0,189,293); and JP 10-331985. For the reasons stated below, Applicant 
respectfully submits that there is a clear legal deficiency in the rejection. 

Each of claims 4-6 recites, among others, a slinger and a seal ring. The 
slinger has an outer-diameter-side cylindrical section. The seal ring includes a first 
seal lip and a second seal lip which has a tip in sliding contact with the outer 
peripheral surface of the outer-diameter-side cylindrical section. The amount of 
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elastic deformation of the second seal lip, which occurs when its tip comes in contact 
with the outer peripheral surface of the outer-diameter-side cylindrical section, is at 
least 1/10 and up to 7/10 of the height of the second seal lip in a free state. 

The rejection of claims 4-6 relies* in part, on the contention that any one of 
Takenaka, Repella, and Johnen discloses the limitation that the amount of elastic 
deformation of the second seal lip is at least 1/10 and up to 7/10 of the height of the 
second seal lip in a free state. Specifically, it was contended that Figures 1-4 of 
Takenaka show 50% deformation, Figure 2 of Repella shows a 57% deformation, 
and Figure 1 of Johnen shows a 42% deformation. Since the text of each reference 
does not disclose the percentage of deformation, it is clear that the alleged 
percentage of deformation was obtained solely by measuring the drawing features. 
In fact, the text of each reference does not disclose that the drawings are to scale, 
and is silent as to dimensions. 

Section 2125 of the Manual of Patent Examining Procedure (MPEP) 
addresses the issue of drawings as prior art. MPEP §2125 (8th ed., Rev. 4, October 
2005). MPEP §2125 has two subheadings. Under its first subheading, MPEP §2125 
cites three cases, In re Mraz, 455 F.2d 1069, 173 USPQ 25 (CCPA 1972); Jockmus v. 
Leviton, 28 F.2d 812 (2d Cir. 1928); In re Aslanian, 590 F.2d 911, 200 USPQ 500 
(CCPA 1979), to support the general proposition that "drawings can be used as prior 
art." Under its second subheading, MPEP §2125 addresses the specific _iss_ue of 
whether "proportions of features in a drawing are Q evidence of actual proportions 
when drawings are not to scale." Regarding this specific issue, the MPEP states 
"arguments based on measurement of drawing features are of little value if the 
reference does not disclose that the drawings are to scale and is silent as to 
dimensions," citing Hockerson-Halberstadt, Inc. v. Avia Group Int% 222 F.3d 951, 
956, 55 USPQ2d 1487, 1491 (Fed. Cir. 2000). The MPEP also cites Nystrom v* 
TREX Co., 339 F.3d 1347 67 USPQ2d 1858 (Fed- Cir. 2003) (footnote 5: "arguments 
based on drawings not explicitly made to scale in issued patents are unavailing"). 
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Therefore, the MPEP establishes that although as a general proposition 
drawings can be used as prior art, measurement of drawing features are of little 
value if the reference does not disclose that the drawings are to scale and is silent 
as to dimensions. It should be noted that no exceptions to this rule are provided in 
the MPEP. 

In the present case, deformation percentages cannot be obtained by 
measuring the drawing features of the cited references, because the references do 
not disclose that the drawings are to scale and are silent as to dimensions. Since it 
has not been shown that the cited references teach or suggest that the amount of 
elastic deformation of the second seal lip is at least 1/10 and up to 7/10, the 
obviousness rejection is improper. 

In the last Office Action dated June 14, 2005 (see pages 2-4), the Examiner 
focused on the first subheading of the MPEP §2125, which states that "drawings 
can be used as prior art " but completely ignored the second subheading, which 
states "proportions of features in a drawing are not evidence of actual proportions 
when drawings are not to scale," The Examiner cited court opinions that support 
the general proposition under the first subheading, but completely ignored the cases 
discussing the specific issue under the second subheading. 

Although Applicant does not disagree with the general proposition under the 
first subheading, it is the specific rules discussed under the second subheading that 
apply to the specific issue in the present case. If one simply applies the general 
proposition and ignores the exceptions, the exceptions will be rendered meaningless. 
This is clearly the case in the present case. The Examiner concludes that the 
claimed deformation is disclosed because he believes that the drawings clearly show 
the deformation. Conversely, if the Examiner believed that the drawings do not 
clearly show the claimed deformation, it is needless to say that he would conclude 
that the claimed deformation is disclosed. Then it seems that the rules under the 
second subheading of the MPEP §2125 would never get applied. 
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In the last Office Action, the Examiner additionally argued that each of 
Takenaka, Repella, and Johnen shows both the deformed and free states in a single 
figure and would not show a different scale in moving from one position to another 
position in a single figure. Applicant respectfully disagrees. 

A figure is to scale if the relative sizes of the components shown in the figure 
are the same as those in an actual embodiment. There is no disclosure in any of 
Takenaka, Repella, and Johnen that this is the case. In other words, there is no 
disclosure that the size of a seal lip in a free state relative to the elastic deformation 
of the seal lip in the figure is the same as that in an actual embodiment. 

In conclusion, Applicant respectfully submits that there is a clear legal 
deficiency in the rejection, because the correct legal standard is not used to 
determine whether the claim limitation- the amount of elastic deformation of the 
second seal lipis at least 1/10 and up to 7/10 of the height of the second seal lip in a 
free state-is disclosed by the cited art. Accordingly, a pre-appeal review of the 
rejection is respectfully requested. 

Respectfully submitted, 



December 9, 2005 




Registration No. 44,420 

CROWELL & MORING LLP 
InteUectual Property Group 
P.O. Box 14300 
Washington, DC 20044-4300 
Telephone No.: (202) 624-2500 
Facsimile No.: (202) 628-8844 



PAGE 5/7 ■ RCVDAT 12/8/2005 4:34:10 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/37 4 DNIS:2738300 * CSID: * DURATION (mm-ss):02-00 



